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DETAILED ACTION 



1. 



Claims 1-20 are pending. 



Election/Restrictions 



2. In response to the restriction requirement mailed on 5-27-2004. Applicant has elected 
with traverse the invention of Group I, claims 1-9, 15-20. Claims 10-14 of Group II are 
withdrawn from further consideration as being drawn to the non-elected invention. 

Applicant maintains that the compound of group 1 provides novel activity at the immune 
regulatory protein B7-1, which is crucial to the method of treating a disorder related to or 
affected by the B7-1 protein that comprises group 11. The searches would not present an undue 
burden to Examiner. 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materi ally different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in materially different 
processes, such as in the treatment of an autoimmune disease, or graft vs host disease etc. 
Furthermore, dipyrazopyridine compounds are also known to be useful as CNS depressants 
(3787430). A reference anticipating the group I invention would not render obvious the group II 
invention. The search is not co-extensive and is therefore burdensome. Since the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 



Claim Rejections - 35 USC§112 



3. 



The following is a quotation of the second paragraph of 35 U.S. C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 1-9, 15-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1, 15, 

• The terms 'heteroaryl' and 'cycloheteroalkyl' in the definitions of R2, R3, R6- 
R14, R17-R26 are indefinite when the number and the size of the rings, the 
number and the specific heteroatoms in the heteroaryl ring are not recited. 

• The term * stereoisomers' is indefinite when the specific types of stereoisomers are 
not recited, especially when an example of stereoisomer is not shown in the 
specification. Its deletion is recommended. 

The rejection is applicable to claims dependent on the above claims. 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 



Claims 1-9, 15-20 are rejected under 35 U.S.C. 102(a) as being anticipated by Erbe (J. 
BioL Chem, 2002, 277(9), issue of March 1, pages 7363-7368, PTO-1449). The following 
compounds (which are identical to the 3""^ and 2^^ compound of instant claim 20), and the 
composition thereof, are encompassed by the instant claims. 



Claim Rejections - 35 USC § 102 
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Double Patenting 



5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compUance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective J anuary 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comnly with 37 
CFR 3.73(b). 

Claims 1 -6, 8, 9, 15-18 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-8, 15-19 of U.S. Patent No. 6734190 
in view of Cai (6635633) and/or Kawai (6121257). The copending compound has an amide- 
substituted phenyl whereas the instant has an ester-substituted phenyl as R2. It is well recognized 
in the pharmaceutical art that the instant ester is an obvious modification of the copending amide, 
as specifically taught by Cai (column 5, lines 52-53; column 8, lines 35-47) and Kawai (column 
3, lines 38-39; column 10, lines 9-29) in a compound useful for treating autoimmune disease. 
One of ordinary skill in the art would be motivated to modify the copending amide to the 
alternative ester to arrive at the instant invention with the reasonable expectation of obtaining an 
additional compound for treating an autoimmune disease. 
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Conclusion 



6. No claims are allowed. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Evelyn Huang whose telephone number is 571-272-0686. The 
examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on 571-272-0562. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application hiformation Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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